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DETAILED ACTION 

1 . Applicants' response to the office action filed on November 27, 2007 has been considered and 
acknowledged. 

Status of the Application 

2. Currently claims 1-138 are pending. Claims 137 and 138 were previously withdrawn from 
further consideration pursuant to 37 CFR 1.142(b) as being drawn to a nonelected Group. All 
arguments and amendment have been fully considered and thoroughly reviewed and deemed 
unpersuasive for the reasons that follow. 

Response to arguments: 

3. With regard to the rejection of claims 1-136 under obviousness double patenting over US 
patent 6, 921,642 ('642) in view Baner et al., Applicants' arguments were fully considered and 
found unpersuasive for the reasons that follow. The Patent ('642) and the instant invention are 
currently assigned to the same assignee the rejection under double patenting is applicable as 
discussed in the rejection and the reasons set forth as follows. Examiner also notes that in a 
similar situation (common assignee), Applicants submitted a terminal disclaimer to over come 
the double patenting rejection over the US patent 6, 53 1,283 ('283) with the instant invention, in 
the response filed 4/24/07. It is noted that the claims in patent '283 and '642 are within the scope 
of the instant claims and both patents and the instant application are commonly owned. 

Applicants argue that Kingsmore et al. does not teach reporter binding molecule 
comprising the combination of specific binding molecule and an amplification target circle 
(ATC) and does not teach decoupling of amplification target circle from reporter binding 
primers. Applicants' further argue that Kingsmore et al. teach ATC associated with reporter 
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binding primer via rolling circle replication primer prior to replication. The two arguments are 
contradictory to each other because while asserting that the reporter binding molecule lacks the 
combination of ATC and a specific binding molecule, also state that the reporter binding 
molecule is associated with ATC prior to and after replication, which indicate that the reporter 
binding molecule does comprise ATC and a specific binding molecule prior to replication as 
claimed. 

Applicants' further assert that Baner et al. does not teach decoupling of ATC from 
associated specific binding molecules while arguing that Baner et al. disclose that to increase the 
efficiency of rolling circle replication of padlock probes, the topologic link formed between the 
padlock probe and its target sequence can be removed. As discussed above the contradictory 
statements do not deviate from the claimed decoupling of ATC. 

Applicants' also argue that the instant claims require a specific compositions that 
interact together as well as a specific order and asserts that Kingsmore et al. teaches away from 
the instant claimed invention and argue that the Fig. 1, 11, 13, 14 of Kingsmore et al. requires 
that the ATC to not to be decoupled from the specific binding molecule and the office actions' 
reliance on Fig. 1 for such teaching is incorrect. Applicants' arguments were found unpersuasive. 
First, as discussed above Kingsmore et al. does teach the reporter binding molecule comprising 
ATC and a specific binding molecule. Second, the instant claims are in open 'comprising' format 
and do not recite that the steps need to be performed in a specific order. Thus as noted in MPEP 
21 1 1 .03, any unrecited elements are within the scope of the instant method steps. Third, 
Kingsmore et al. disclose specifically in claim 1 of the patent that the steps are performed in any 
order by reciting prior to, simultaneously with or following' which clearly is within the scope of 
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the instant claimed method and the method of Kingsmore et al. does broadly encompass that the 
steps performed in any order, which encompasses the instant claimed method, either a specified 
order or a non-specified order. With regard to the Applicants' arguments regarding teaching 
away, and that the rejection can not be sustained and even if such hypothetical dissociation ATC 
is applicable, Kingsmore et al.'s purpose in having a rolling circle replication as a part of reporter 
binding primer would be defeated and such modification of Kingsmore et al.'s method would 
change the principle of operation of the method. Accordingly Kingsmore et al. teaches away 
from the instant claimed method and the combination of Baner et al. fails to make the instant 
claimed method obvious. Applicants' arguments were found unpersuasive. As noted in MPEP 
2145, "A prior art reference that "teaches away" from the claimed invention is a significant 
factor to be considered in determining obviousness; however, "the nature of the teaching is 
highly relevant and must be weighed in substance. A known or obvious composition does not 
become patentable simply because it has been described as somewhat inferior to some other 
product for the same use." In re Gurley, 27 F.3d 551, 554, 31 USPQ2d 1 130, 1 132 (Fed. Cir. 
1994), a teaching away, is a significant factor to be considered as "teaching in". Thus the Figs 1, 
11, 13 14 in combination with the claimed method of Kingsmore et al. is a significant 'teaching 
in' factor. Further, as noted in the 2144 (R-5). The reason or motivation to modify the reference 
may often suggest what the inventor has done, but for a different purpose or to solve a different 
problem. It is not necessary that the prior art suggest the combination to achieve the same 
advantage or result discovered by applicant. >See, e.g., In re Kahn, 441 F.3d 977, 987, 78 
USPQ2d 1329, 1336 (Fed. Cir. 2006). There is no requirement that the prior art provide the same 
reason as the applicant to make the claimed invention. In the instant context, Kingsmore broadly 
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disclose that the method steps can be performed in any order and thus the method is broader to 
modify in any direction, which is considered to be a significant 'teaching in' factor. Further, 
examiner notes that obviousness can only be established by combining or modifying the 
teachings of the prior art to produce the claimed invention where there is some teaching, 
suggestion, or motivation to do so found either in thereferences themselves or in the knowledge 
generally available to one of ordinary skill in the art. See In re Fine, 837 F.2d 1071, 5 USPQ2d 
1596 (Fed. Cir. 1988) and In re Jones, 958 F.2d 347, 21 USPQ2d 1941 (Fed. Cir.1992). In this 
case, specific motivation is provided in the rejection, which states that it would have been 
obvious to one of ordinary skill in the art at the time the invention was made to combine the 
method of detecting one or more analytes as taught by Kingsmore et al. with a step of decoupling 
amplification target circle as taught by Baner et al, to develop a sensitive method for the 
detection of multiple analytc(s) because Baner et al. explicitly taught the use of padlock probes 
in rolling circle amplification, and circularized probes can yield a powerful signal amplification 
and in order to proceed the reaction efficiently, the probes must be released from the link that 
forms with target molecules upon hybridization and ligation, and the replication of a circular 
probe that is hybridized to a target DNA strand (amplification target circle) with a nearby free 
end can efficiently participate in replication (see page 5073, col. 1, abstract, page 5078, col. 1, 
paragraph 2-3). Accordingly the arguments are found unpersuasive and the rejection is 
maintained. 
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Conclusion 

No claims are allowable. 

THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of time 
policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 
the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the mailing 
date of this final action. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Suryaprabha Chunduru whose telephone number is 571-272-0783. The 
examiner can normally be reached on 8.30A.M. - 4.30P.M, Mon - Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Gary Benzion can be reached on 571-272-0782. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
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system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 

/Suryaprabha Chunduru/ 

Primary Examiner, Art Unit 1637 



